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Dear Commissioner: 

It is respectfully requested that a review be made of the final rejection prior to filing of 
the Appeal Brief. This request is being filed simultaneously with a Notice of Appeal. No 
amendments are filed with this request. Applicant believes that there are clear errors in the final 
rejection mailed January 26, 2007 (Final Office Action); and thus, the final rejection has 
omissions of one or more essential elements needed for a prima facie rejection for the reasons 
stated below. 

I. Rejection of Claims 1-20 under 35 U.S.C. 103(a) over Applicant's disclosure 

The Office Action rejected claims 1 through 20 under 35 U.S.C. 103(a) as being 
unpatentable over Applicant's disclosure at page 1, lines 18 through 25, stating that it 
"encompasses in broad scope and content Applicant's claim language". First, at page 1, line 18, 
the word "conventional" does not mean prior art and no prior art was admitted. Further, the 
description at page 1, lines 18 through 23, of the "conventional network management system" 
teaches away from the present invention. The conventional network management system is 
described as "two separate physical equipment inventory management applications with one 
used for providing managing online network equipment and the second used for managing 
offline network equipment." In contrast to this description of two separate management 
applications, both independent claims 1 and 20, describe that online and offline sub-object asset 
items are linked by an asset manager. For example, independent claim 1 states, "creating an 



Serial No.: 09/833,085 
Examiner: Andrew J. Rudy 

informational link between an online subject of the asset item and an offline subject of the asset 
item, wherein said system readable identification enables the asset manager to create the 
information link between the online subobject of the asset item and the offline subobject of the 
asset item." Independent claim 20 states, "performing an informational binding operation for 
associating information retrievable from an online persistent asset database with corresponding 
information retrievable from an offline asset inventory database . . .". Thus, the "conventional 
network management system having two separate management applications" described at page 1, 
lines 1 8 through 23 teaches away from the present invention. 

Furthermore, the motivation or suggestion to link or integrate the functionality of the 
described two conventional separate equipment inventory management applications is only 
taught or suggested by the present application at page 1, lines 23 through 29. As stated in the 
specification at page 1, lines 23 through 25, "Without the functionality of these two physical 
equipment inventory management applications being integrated, the ability to effectively 
optimize the planning and utility of network equipment is limited." No other citation for a 
motivation is provided in the Final Office Action. "The court must be ever alert not to read 
obviousness into an invention on the basis of the applicant's own statements; that is, we must 
view the prior art without reading into that art appellant's teachings." Application ofNomiya, 184 
U.S.P.Q. 607, 612 (Cust. & Pat.App. 1975). Only the present specification teaches this 
motivation or suggestion to link or integrate the functionality of the two separate equipment 
inventory management applications for online and offline network equipment. The Final Office 
Action has provided no other citations, except for applicant's own statements, for such a 
suggestion or motivation. For these reasons, the Applicant's disclosure fails to teach or suggest 
the requirements of the claims. 

II. Rejection of Claims 1 through 20 under 35 U.S.C. 102 (b) by U.S. 5,959,275 

In paragraph 4, the Final Office Action rejected claims 1 through 20 under 35 U.S.C. 
102(b) as being anticipated by U.S. Patent No. 5,959,275 to Hughes et al. (the Hughes 
reference). Though five other office actions were issued in this case prior to this Final Office 
Action, the Hughes reference was never cited until now in this Final Office Action. 
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Furthermore, the entire 102(b) rejection of all claims 1-20 is stated in two sentences in the Final 
Office Action: 

"Hughes discloses an asset management system comprising scanning a 
serial or part number, e.g. 212, MPN, into the hand held client, a radio link, an 
online sub-object, e.g. display screen, an offline sub-object, e.g. equipment 
database, bay rack, shelf and slot. It is noted the repair status of the asset is 
inherent with equipment databases, while the database may be viewed as both a 
statistical and inventory report." 

Under M.P.E.P. § 2131, a claim is anticipated only if each and every element as set forth 
in the claim is found. The identical invention must be shown in as complete detail as contained 
in the claim. Furthermore, the rejection fails to concisely and definitely explain where each and 
every element of claims 1 through 20 are found in the Hughes reference. Thus, the Final Office 
Action has failed to make a prima facie case of anticipation by the Hughes reference. 

Notwithstanding the failure of the Final Office Action to make a prima facie case of 
anticipation under 102(b), the Hughes references fails to anticipate claims 1 through 20. For 
Independent Claim 1, the Hughes reference fails to disclose, inter alia, "creating an 
informational link between an online subobject of the asset item and an offline subobject of the 
asset item, wherein said system readable identification enables the asset manager to create the 
information link between the online sub-object of the asset item and the off-line subobject of the 
asset item." As shown in Figure 2 of the Hughes reference and described in Column 2, lines 57 
through 67, the Hughes reference only describes a "field registration process" wherein installed 
network assets mounted in equipment bays in the field are determined or scanned. There is no 
description of an offline database or creating an informational link between an online subobject 
of the asset item and an offline subobject of the asset item, as required by Independent Claim 1. 
Similarly for the same reasons, the Hughes reference fails to disclose the requirement, inter alia, 
in independent Claim 20, of "performing an informational binding operation for associating 
information retrievable from an online persistent asset database with corresponding information 
retrievable from an offline asset inventory database . . .". Thus, the Final Office Action has 
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failed to make a prima facie case of anticipation by the Hughes references of claims 1 through 
20. 

III. Rejection of Claim 1 under U.S. Patent No. 7,058,154 

In paragraph 5, the Final Office Action rejected claim 1 as being anticipated by U.S. 
Patent No. 7,058,154 to Stark et al. (the Stark reference). Though five other office actions were 
issued in this case prior to this Final Office Action, the Stark reference was never cited until now 
in this Final Office Action. Furthermore, the entire 102(b) rejection of claim 1 is stated in one 
sentence in the Final Office Action: 

"Stark discloses an asset management system comprising an interactive 
database, e.g. 20, an on-line sub-object, e.g. computer display screen generating 
contingency outage schedule, an off-line sub-object, e.g. components." 

Under M. P. E. P. § 2131, a claim is anticipated only if each and every element as set forth 
in the claim is found. The identical invention must be shown in as complete detail as contained 
in the claim. Furthermore, the rejection fails to concisely and definitely explain where each and 
every element of claim 1 is found in the Stark reference. Thus, the Final Office Action has failed 
to make a prima facie case of anticipation by the Stark reference. 

Notwithstanding the failure of the Final Office Action to make a prima facie case of 
anticipation under 102(b), the Stark reference fails to anticipate Claim 1. The Stark reference 
fails to disclose, inter alia, the requirement of "creating an informational link between an online 
subobject of the asset item and an offline subobject of the asset item, wherein said system 
readable identification enables the asset manager to create the information link between the 
online sub-object of the asset item and the off-line subject of the asset item." As stated in 
column 3, lines 26 through 28, the Stark reference asset management System (AMS) is only 
"capable of collecting, tracking and disseminating real time information about Boiling Water 
Reactor internal components . . .". Thus, there is no description of an offline database or creating 
an informational link between an online subobject of the asset item and an offline subobject of 
the asset item, as required by Independent Claim 1 . Thus, the Final Office Action has failed to 
make a prima facie case of anticipation by the Stark reference of Independent Claim 1. 
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Conclusion 

For the above reasons, it is respectfully requested that a review be made of the Final 
Office Action prior to filing of the Appeal Brief on the grounds that the rejections in the Final 
Office Action are deficient and that the Application in condition for allowance. Therefore, it is 
respectfully requested that the rejection of the claims be withdrawn and full allowance granted. 
Should the Examiner have any further comments or suggestions, please contact Jessica Smith at 
(972) 477-9109. 

Respectfully submitted, 
ALCATEL LUCENT 

Dated: April 26, 2007 /Jessica W. Smith/ 

Jessica W. Smith 
Reg. No. 39,884 

Alcatel Lucent 

Intellectual Property & Standards 
3400 W. Piano Parkway, M/S LEGL2 
Piano, TX 75075 
Phone: (972)477-9109 
Fax: (972)477-9328 
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